Paper No. 62
THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today

(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GENERAL STAPLE, | NC.

Appeal No. 97-3579
Appl i cation 90/002, 7971

HEARD: MARCH 4, 1998

Bef ore MCCANDLI SH, Seni or Adm ni strative Patent Judge, and
MElI STER and STAAB, Administrative Patent Judges.

MEI STER, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe refusal of the exam ner to
(1) issue a certificate of patentability confirmng the

patentability of clainms 1-5 of Patent No. 4, 318,964, issued

! Reexam nation proceeding for U S. Patent No. 4,318,964 issued March
9, 1982, to General Staple, Inc., entitled Autopin Machine. According to
appel lants, this application is a continuation of Application Serial No.
05/877,093, filed February 13, 1978 (abandoned), which is a division of
Application Serial No. 05/773,274, filed March 1, 1977 (abandoned).
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March 9, 1982 to Irwin Zahn and Heinrich F. Meyer (the Zahn
'964 patent) and (2) allow clains 6 and 7 which have been
newy presented in this reexam nation proceedi ng.

W AFFI RM

BACKGROUND

This is the second reexam nation of the Zahn ' 964 patent.
The first reexam nation (Control No. 90/002,002) resulted in
t he exam ner denying the request for reexam nation on the
grounds that no substantial new question of patentability had
been rai sed. The present reexam nation, wth additional prior
art being relied on by the examner, resulted in a first
appeal
(94-2983) before this Board wherein the decision of the
exam ner was affirnmed. The patent owner then filed a civil
action against the Comm ssioner in the United States District
Court for the District of Colunbia seeking de novo review.
During di scovery proceedings in the civil action, the
Conmi ssi oner noved to remand this reexam nation to the Patent

and Trademark O fice (PTO in order that newy discovered U S.



Appeal No. 97-3579
Control No. 90/002, 797

Patent No. 2,873,448 to Berg (Berg '448) m ght be consi dered.
The court granted this notion and, upon remand, the exam ner
(1) maintained the previously affirned rejections and (2) nade
new rej ections based on Berg 448, as well as the patent
owner’s adm ssion of prior art in the specification. The

I nstant appeal then resulted.

THE | NVENTI ON

The patent owner's invention pertains to a coiled supply
strip of integrally-connected, prefornmed electrical termna
pins that are adapted to be inserted into a substrate such as
a circuit board. |Independent claiml is further illustrative
of the appeal ed subject matter and reads as fol |l ows:

1. Acoiled strip of electrically conductive materi al
for use in an apparatus for inserting electrical termnals
in a substrate; said supply strip conprising a plurality of
integrally connected preforned electrical termnal pins;
wherein said preforned electrical termnal pins term nate at
opposite ends in pointed regions for separation; integrally
connect ed adj acent pointed end portions of adjacent pins
form ng notched regions in said supply strip, said supply
strip being in coiled form

THE PRI OR ART

The prior art relied on by the exam ner is:
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Fow er 341, 413 May 04,
1886
Berg (Berg ' 986) 2,604, 986 Jul . 29,
1952
Pi erce 2,748, 452 Jun. 05,
1956
Berg (Berg ' 448) 2,873,448 Feb. 17,
1959
Royse et al. (Royse) 3,710, 480 Jan. 16,
1973
Ragard et al. (Ragard) 3,938, 364 Feb. 17,
1976
Met scher (decd.) 950, 221 Cct. 04,
1956
( Ger man) 2
The prior art disclosure set forth in colum 1, lines 19-57 of

the patent owner’s specification (the admtted prior art).

THE REJECTI ONS
Clainms 6 and 7 stand rejected under 35 U.S.C. § 112,
first paragraph, as being based upon a disclosure which fails
to provide support for the subject matter now bei ng cl ai med.
According to the exam ner there is no descriptive support in

the Zahn ' 964 patent for the recitation in independent claim®6

2 Transl ati on attached.
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that the electrically conductive material is a “copper alloy
that is work-hardenable."

Claims 1 and 6 stand rejected under 35 U. S.C. 8§ 102(b) as
bei ng antici pated by Berg ' 448.

Clainms 1-7 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over:

(1) Ragard in view of Pierce, Berg '986 or Metscher

(2) the admtted prior art in view of Ragard and Royse;

(3) Ragard in view of Royse and Fow er;

(4) Ragard in view of Berg ’448; and

(5) the admtted prior art in view of Ragard and Berg
' 448,

The exam ner’s rejections are explained on pages 4-13 of

t he answer.

OPI NI ON
Initially, we note that the full statenent of the
argunments of the patent owner and the exam ner in support of
their respective positions may be found on pages 6-57 of the

brief, pages 1-5 of the reply brief and pages 14-22 of the
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answer. In support of the position that there is adequate
descriptive support in the Zahn ' 964 patent for the recitation
that the electrically conductive material is a “copper alloy
that is work-hardenable,” and as evi dence of nonobvi ousness,
the patent owner has relied on one affidavit and twenty one
(21) declarations. The affidavit and declarations are
specifically identified in footnote 2 of the brief (page 9).°3
As additional evidence, the patent owner has relied on
sel ected portions of depositions of Ackerman, Irwi n Zahn and
Bar nes whi ch were taken during the course of the above-noted
civil action. Copies of the relied on selected portions of
t hese depositions may be found in the “RESPONSE TO OFFI CE
ACTION' filed on March 15, 1996 (Paper No. 42).

We have given careful consideration to the patent owner's
i nvention as described in the patent, to the appeal ed cl ai s,
to the prior art applied by the exam ner and to the respective
positions advanced by the patent owner in the brief and reply

brief and by the exam ner in the answer. These consi derations

31In the interest of consistency, we will hereinafter refer to the
affidavit and various declarations by the sane designations utilized by the
patent owner in footnote 2 of the brief.
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| ead us to conclude that (1) the exam ner's rejection of
clains 6 and 7 under 8§ 112, first paragraph, is well-founded,
not wi t hst andi ng the patent owner's evidence to the contrary,
and (2) the subject matter defined by clains 1 and 6 is
anticipated by Berg ' 448 under 8§ 102(b). It is also our
conclusion that the prior art relied on by the examner in the
various rejections under 8§ 103 establishes a prima facie case
of obviousness with respect to the subject matter defined by
claims 1-7 and that the patent owner's evidence of

nonobvi ousness fails to outwei gh the evidence of obvi ousness
established by the relied on prior art. Accordingly, we wll
sustain all of the above-noted rejections. Qur reasons for

t hese determ nations foll ow.

The Rejection Under 8§ 112, first paragraph:

We initially observe that the description requirenent
found in the first paragraph of 35 U S.C. 8 112 is separate
fromthe enabl enent requirenent of that provision. See, e.g.
Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555, 1560-64, 19 USPQ2d

1111, 1114-17 (Fed. Cir. 1991) and In re Barker, 559 F.2d 588,
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591, 194 USPQ 470, 472 (CCPA 1977), cert. denied, 434 U S.

1064 (1978). Wth respect to the description requirenent, the

court in Vas-Cath, Inc. v. Mdhurkar at 935 F.2d 1563-64, 19

USPQ2d 1117 st at ed:

35 USC 112, first paragraph, requires a "witten
description of the invention" which is separate and
di stinct fromthe enabl enent requirenent. The
pur pose of the "witten description” requirenent is
broader than to nerely explain howto "nmake and
use"; the applicant nust al so convey with reasonable
clarity to those skilled in the art that, as of the
filing date sought, he or she was in possession of
the invention. The invention is, for purposes of
the "witten description” inquiry, whatever is now
cl ai med.

. drawi ngs al one may be
sufficient to provide the "witten description of
the invention" required by 8 112, first paragraph.

There is no dispute that the Zahn ' 964 patent contains no
explicit disclosure of the termnal pins being forned of a
copper alloy that is work hardenable. |In fact, this patent
contai ns no disclosure whatsoever of any specific material for
the termnal pins. Nevertheless, the patent owner has taken
the position that such a material is “clearly inherent” in the
di scl osure of the Zahn ' 964 patent. \When inherency is relied

on, however, the burden is on the patent owner show that the



Appeal No. 97-3579
Control No. 90/002, 797

“necessary and only reasonabl e construction” of the Zahn ' 964
patent is one which will lend clear support to the [imtation
in question. See, e.g., Kennecott Corp. v. Kyocera Int'l,
Inc., 835 F.2d 1419, 1423, 5 USPQ2d 1194, 1198 (Fed. Gr.
1987), cert. denied,

486 U.S. 1008 (1988).

The patent owner recogni zes this burden and relies on
vari ous declarations as well as the deposition testinony of
Ackerman, Irwin Zahn and Barnes in an attenpt to satisfy it.
On the other hand, the exam ner notes that other references,
such as Royse (cited above) and the twelve references cited on
pages 19 and 20 of the final rejection, use other materials in
pins. Mst anal ogous to the Zahn ' 964 patent fromthe
standpoi nt of how the term nal pins are attached to the
circuit board are Royse and Spencer* both of which disclose
termnal pins that are forned froma coiled supply of sol der
coated steel (see Royse, columm 6, lines 47 and 48; Spencer,

colum 1, lines 19-21, wherein it is stated that wire wap

4 U S. Patent No. 3,829,949 to Spencer is cited on page 19 of the final
rejection.
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termnal pins are “generally nmade of steel as being the |east
expensive materials with solder plating”) and thereafter
driven into a circuit board. |In addition to Royse and
Spencer, the exam ner on pages 19 and 20 of the fina

rejection cites eleven other patents in support of his
position that materials other than a copper alloy that is work
har denabl e were used in “pins” which can broadly be construed
as “termnal” pins. Exenplary of these patents are Wat herman
whi ch di scl oses stainless steel termnal pins (colum 14,
lines 13-42); Schwenn which discloses gol d-pl ated nicke
“contact” pins (colum 2, lines 24-26); Magee which discl oses
termnal pins nmade of a core of “nickel or the like” and
plated with gold (colum 1, lines

14-17); Muchkin which, with respect to a prior art patent,
notes the high cost of nickel and gol d-pl ated stainless stee
termnal pins (colum 1, lines 35-38); Richards which

di scl oses stainless steel termnal pins (colum 2, |ines 52-

60); and Kato which discloses “a circuit board which is

10
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provided at intervals of S5mmw th unconnected al um num pins .
" (colum 6, lines 58-60).°%
The patent owner contends that Royse and Spencer “are
clearly not entitled to any wei ght because both references
“predate the tinme of the Zahn invention [the parent of the
Zahn ' 964 patent being filed on March 1, 1977] by severa
years” (brief, page 16). The patent owner further argues that
the remaining references cited by the exam ner are of little
rel evance since they are outside the tinme frame® of the patent
owner’s invention. It is, of course, true that (1) Royse was
filed in 1970 and issued in 1973, (2) Spencer was filed in
1973 and issued in 1974, (3) Schwenn was filed in 1969 and
issued in 1971, (4) Magee was filed in 1969 and issued in
1971, (5) Weatherman was filed in 1969 and issued in 1971, (6)

Muchkin was filed in 1981 and issued in 1983, (7) Richards was

filed in 1984 and issued in 1986 and (8) Kato was filed in

*1t is not apparent fromthe record why the “contact” pins of Schwenn
and the “pins” disclosed by Kato in colum 6, |ines 58-60, cannot be broadly
construed as being “term nal” pins as the exam ner asserts.

® Throughout the brief and various declarations the appellant has
referred to a tine frane of 1974-77 as the period “in which the experts state
no other materials were used other than copper or copper alloy” (brief, pages
29 and 30).
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1987 and issued in 1988. Nevertheless, all of these
references are at | east sonewhat contenporaneous with the 1977
filing date of the Zahn 964 patent. |ndeed, Spencer issued
within the 1974-77 tinme frane argued by the patent owner. W
al so note that the exam ner has observed in the fina
rejection:

It woul d appear that the Patent Owner woul d
arbitrarily suggest that if pins of non-copper
materials were known by those skilled in the art to
be used in the year 1973, then this use woul d not
affect the inherency issue of what was used in 1977
when the original application was filed. |ndeed,
woul d a three year noratoriumon the use of non-
copper pins be sufficient to establish this

i nherency issue? The Exam ner does not find an
arbitrarily established three year w ndow noratori um
on the use of non-copper pins sufficient to
establish that work hardenabl e copper was inherently
used by [the] Patent Owmer at the tinme of filing.
The rationale for this decision is that the printed
circuit art is not so uniformthat all reasonabl e
traces of other materials in the printed circuit
board i ndustry coul d reasonably have been said to

I nherently change over to work hardenabl e copper
during any given three year wi ndow. Support for
this position includes the size of this particular
field which includes at |east hundreds of connector
conpani es (see Exhibit D of Patent Omer’s Response
[ Paper No. 42], lines 8-11 of page 154 of [the]
deposition of Irwin Zahn). |In addition, the varied
standards and varied products of these players in
this field woul d reasonably suggest that all players
woul d not uniformy switch to a single nateri al
during so short a window. |In addition, although

12



Appeal No. 97-3579
Control No. 90/002, 797

sonme of the new products incorporating printed

circuits during the 1974-1977 tinme franme may have

been sensitive to el ectro-magnetic fields, many

woul d not have been. It would not be reasonable to

believe that all product types being produced before

1974 (and using e.g. Royse technol ogy) had died out

inthis time frame. [Paper No. 43, pages 21 and 22.]

We al so note that Weatherman (filed in 1969 and issued in
1971), Muchkin (filed in 1981 and issued in 1983) and R chards
(filed in 1984 and issued in 1986), as we have noted above,

all disclose the use of stainless steel as a material for
termnal pins. It seens strange to us that the art would (1)
use stainless steel in 1969 as evidenced by Wat hernman, (2)
stop using stainless steel by 1977 and (3) then start using
stainless steel again in 1981 and 1984 as evi denced by Michkin
and R chards, as the patent owner woul d apparently have us
bel i eve.

Turning to the various declarations relied on by the
patent owner with respect to the 8 112, first paragraph,
rejection, Lazar Il and Wnter Il state "all" electrica
termnal pins on circuit boards “used for wire-wapping” in

the 1974-77 time frame were "made excl usively of copper

all oys;" however, this evidence is not comensurate in scope

13
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with the clainmed subject matter inasnmuch as there is no claim
limtation which would require the termnal pins to be used
for “wire-wapping.”” Moreover, froma full reading of these
declarations it appears that the basis for naking this
statenment is bottomed, at least in part, on the HANDBOOK OF
ELECTRONI C CONNECTORS (a copy of which is attached to the
Lazar Il declaration). This handbook, while maki ng numerous
references to various copper alloys, neverthel ess, under
paragraph 9.2 entitled "BASIS METAL" nerely states the desired
properties for contact materials "will generally confine the
choice to one of the copper-base alloys . . ." (enphasis
ours). This information is also reinforced by Ragard (which
issued in 1976, i.e., after 1974) wherein it is stated in
lines 11 and 12 of colum 1 that the term nal posts "are
usual ly made of a brass or copper alloy . . .” (enphasis
ours). However, "generally" and "usually" are not synonynous
with "all."” 1In any event, the statenments that "all" term nal

pins were "exclusively" nade of copper-base alloys appear to

1t is not apparent fromthe record what characteristics a termnal pin
used for wire wapping has that “other” term nal pins, such as those disclosed
by Weat herman and Ri chards, does not.

14
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be directly contradicted by the above-noted references to
Royse, Spencer, Wat hernman, Schwenn, Magee, Michkin, Ri chards
and Kato. As to the declaration by Rosen, this declaration
nerely sets forth that his statenent regardi ng obvi ousness “is
based on the assunption that the Ragard pin strip is nade of
conventional phosphor-bronze alloys.” W nust point out,
however, that just because phosphor-bronze m ght have been
“conventional,” does not nean that the “necessary and only
reasonabl e construction” of the Zahn '964 patent is that the
termnal pins disclosed therein were |ikew se made of

phosphor - br onze.

Turning to the Lazar IV, Lazar 111, Rednonde, Peel |
Peel Il, Schmd, Flowers, Shoenfeld and G oss decl arati ons,
these declarations all state that the declarants knew of no
mat eri al ot her than copper-based all oys being used in the
1974-77 tinme frane and that, in their view, the “necessary and
only reasonabl e construction” of the Zahn ' 964 patent is that
the term nals disclosed therein are nade of a copper all oy

that is work hardenabl e. The Rednpobnde, Flowers, Peel |, Pee

15
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1, Lazar |11l and Lazar |V declarations all further note
various deficiencies of using steel as a material for term nal
pins (e.g., the magnetic properties possessed by steel).

Whil e we appreciate the fact that the declarants were not
aware of any other material other than copper-based all oys
being used in the 1974-77 time frame, we do not find that this
evi dence persuasively establishes that the Zahn ' 964 patent

i nherently discloses such a material, particularly when vi ewed
in light of the reference evidence adduced by the exam ner
(e.g., the patents to Royse, Spencer, Watherman, Schwenn,
Magee, Michkin, Richards and Kato) which shows other materials
were, as a broad proposition, known in the art for at |east
sonme applications. As to the various deficiencies of using
steel for termnal pins noted by the declarants, the nere fact
steel term nal pins may have di sadvantages in certain
applications does not detract fromthe fact that Royse,
Spencer, Wat hernman, Michkin and Ri chards all broadly teach
the use of steel for such pins. This is particularly the case

i nasmuch as the art recogni zes certain advantages for using

16
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steel as a material for termnal pins, e.g., that it is the

“| east expensive” material (see Spencer, columm 1, line 21).
The Peel | declaration also has certain mlitary
specifications attached thereto which specify copper alloys be
used and the declarant states that “[military specification
were commonly seud in the electrical connector industry and
are still used today” (see paragraph 11). It does not foll ow,
however, that just because the mlitary in certain of their
specification specified a copper alloy and that “[military
specifications” are wdely used in the el ectronics industry,
that copper alloy is inherent in the Zahn 964 patent. The
decl arant further states that “[b]y 1974-1977, with the
evol ution of integrated circuits, m croprocessors and ot her
solid state devices . . . it was not feasible to use stee
termnal pins . . .” (paragraph 8). W observe, however, that
the patents to Muchkin (filed in 1981) and Richards (filed in
1984) establish an interest in the art of using steel for
term nal pins well subsequent to the 1974-77

time frane.

17
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In addition, the Lazar |V declaration further notes
various alleged deficiencies of the references cited by the
exam ner on pages 19 and 20 of the final rejection. More
specifically, the declarant states that (1) the pins of
Schwenn are sol dered and not inserted, (2) the declarant is
unaware of the “actual use” of the gold-plated nickel pins of
Magee, (3) Spencer is “in error” in stating that term nal pins
are “generally nmade of steel”, (4) Watherman’s term nal pins
are not used for wire wapped termnal pins, (5) Michkin does
not use gol d-plated steel term nal pins but, instead, nerely
states that U S. Patent No. 3,673,681 uses such pins, (6)

Ri chards’ stainless steel termnal pins are in a “specialized
application, far afield fromthe commercial wre w apped
printed circuit board” and (7) Kato “says nothing about
termnal pins inserted into conmercial printed circuit
boards.” As to (1) and (2), the fact that Schwenn m ght
solder his termnal pins in place or that the declarant was
“unaware” of the “actual use” of gol d-plated nickel pins as
taught by Magee does not alter the fact that both of these

ref erences, as we have noted above, plainly teach that it is

18
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known in the art to use gold-plated nickel as a material for
termnal pins. As to (3), the declarant’s position that
Spencer is in error in stating that steel is “generally” used
as a material for termnal pins appears to be based on the
deficiencies of steel as a nmaterial noted in paragraph 25 of
this declaration and paragraph 8 of the Lazar

Il declaration. However, as we have al so noted above, the
mere fact steel termnal pins nmay have di sadvantages in
certain applications, does not detract fromthe fact that
Spencer teaches the use of steel, at |east where expense is of
concern (see colum 1, lines 19-21) and where such

di sadvant ages apparently are not of paranount inportance. In
addition, as we have al so noted above, Royse, Wat hernan,
Muchki n and Richards all broadly teach the use of steel for
termnal pins. As to (4), the contention that Wathernman' s
termnal pins are not used for wire wap pins is not
commensurate with the scope of the clainms inasmuch as there is
no limtation therein which requires the termnal pins to be
used in a wire wapping application. Mreover, as we have

noted above, it is not apparent fromthe record what

19
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characteristics a termnal pin used for wire wappi ng has that
the term nal pins of Watherman does not. As to (5), although
Muchki n does not actually use gold-plated steel term na

pins, this reference neverthel ess establishes by reference to
U S. Patent No. 3,673,681 that such pins are known in the art.
As to (6), the declarant nmakes the statenment that Ri chards’
stainless steel termnal pins are utilized in a “specialized
application, far afield fromthe comercial wre wapped
printed circuit board,” apparently because they are used in an
application wherein a lead wire is welded to the term na

pins, as distinguished fromw apping the wire around the
termnal pin. W again point out that there is no claim
limtation which requires the pins to be used in a wire

wr appi ng application and, even if there was, it is not

apparent fromthe record what characteristics a termnal pin
used in a wire wapping operation has that the term nal pins
of Richards do not. Even if the teachings of R chards are
directed to a “specialized application,” there appears to be

no claimlimtation which

20
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woul d preclude such an arrangenent. In any event, notwth-
standing the fact that Richards m ght be directed to a

“specialized application,” this patent nevertheless clearly
establishes that it is known in the art to utilize stainless
steel as a material for termnal pins. As to (7), the
decl arant seeks to dism ss Kato as “totally irrelevant”
because “Kato was concerned with neither printed circuit
boards nor their term nal pins, but with encapsul at ed
conmponents.” W nust point out, however, that while in the
broad background of the invention
Kato states that the invention relates to preventing the
corrosion of alum numparts and refers to al um num bei ng
enpl oyed as a material on “various portions of electronic
parts such as el ectrodes of alum numelectrolytic capacitors .
" (see colum 1, lines 11-14), Kato al so nakes it clear
that such parts include “a printed board which is provided at
intervals of 5mmw th unconnected alumnumpins . . .” (see
colum 6, lines 57-60, and Fig. 4a).

Turning now to the deposition testinony of Ackerman,

Irwin Zahn and Barnes, Ackernan testified that the el ectronics
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i ndustry generally used pins of “a brass, copper, beryllium”
but that there were “probably hundreds of different alloys”
(see page 51). Ackerman further testified that he would
formulate an alloy to “get the best of two worlds, one is
conductivity and the other is a hardness, to have that pin
function as it’s intended,” but did not knowif “they were all
copper alloys” (see page 52).

Wth respect to the testinony of Irwin Zahn, Zahn was
first questioned regarding a paper witten by himand entitled
“AUTOPIN Il - AN | MPROVED PI N | NSERTI ON SYSTEM whi ch was
apparently delivered during a connector synposium Although
this paper states “AUTOPIN Il is their 1977 product-of -t he-
year,” Zahn testified he did not know whet her the paper was
presented in the year 1977 (see page 40). Fig. 5 of this
paper (page 3) lists (in bullet forn pin materials used as
bei ng brass, phos. bronze, cupro nickel, platings, plastics

and al umi num Page 3 under the heading “Pin Term nals”

further states:
Mat erial : Brass, Phosphor Bronze, Cupro N ckel and

Al um num are standard, with Tin, N ckel and CGold
platings. (Figure 5) [Enphasis ours.]
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When questioned concerning the reference to “plastics” and
“alumnunt in the listing of materials in Fig. 5, Zahn

i ndicated that the system di sclosed in the paper has the
ability to insert plastic and al um num pins, and that al um num
was not work hardenabl e (see pages 41 and 42).

Notwi t hstandi ng the fact that (1) Fig. 5 of the paper
indicates alumnumto be a material for the pins and (2) page
3 of paper plainly states that alumnumis a “standard”
material for the pin termnals, Zahn thereafter testified that
his conpany celebrated its 40th year in business in 1994 and
during that entire period he had never known “the use of other
than a copper-based alloy as a termnal pin for the

el ectronics industry” (page 169).

Consi dering | ast the deposition testinony by Barnes,
Barnes testified that one custoner of Bead Industries ordered
alumnumtermnal pins as a “test,” but no reorder was ever
made (see pages 49 and 50). Barnes further testified that
al um num “doesn’t have enough conductivity” and “is al so

susceptible to oxidation.”
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Since there is no nention whatsoever of any particul ar
material in the Zahn '964 patent, the question of descriptive
support nust be viewed fromthe standpoint of one with no
f oreknow edge of any specific material. See In re Ruschig,
379 F.2d 990, 995, 154 USPQ 118, 123 (CCPA 1967). The
question
I's not whether the Zahn ' 964 patent woul d have enabl ed one of
ordinary skill (Id.) nor is it a question of what woul d have
been obvious to one of ordinary skill in the art (see, e.g.,
Lockwood v. Anerican Airlines, Inc., 107 F.3d 1565, 1571-72,

41 USPQ2d 1961, 1966 (Fed. Cir. 1997)). Rather, it is a
qguestion of whether the Zahn 964 patent itself describes the
i nvention. |d. Consi dering the evidence supplied by the
pat ent owner and the reference evidence supplied by the

exam ner as a whole, we are of the opinion that the patent
owner has established, at the nost, that a copper alloy that
is work hardenable is the nost wi dely used and, perhaps, the
nost commercially viable material for termnal pins; but falls
far short of establishing that the “necessary and only

reasonabl e construction” of the Zahn ' 964 patent is that the
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term nal pins disclosed therein were constructed of such a
material. The patent owner, relying upon a declaration by
OGstrow, notes that the reference evidence adduced by the
exam ner represents only a “m nuscul e percentage of al

rel ated patents” and argues that the inherency doctrine only
requires that a limtation be the “necessary and only
reasonabl e construction” to be given the disclosure by one
skilled in the art and “does not require that no other
possibility existed” (brief, page 8). Thereafter, the patent
owner contends that they have “qualitatively beyond a
preponder ance of the evidence” (brief, page 19) established
that the “necessary and only reasonabl e construction” to be
af forded by the Zahn ' 964 patent specification is that the
termnal pins disclosed therein are made of a copper based
alloy. In our view, however, the patent owner has an overly
broad vi ew of what constitutes the “necessary and only
reasonabl e construction” to be afforded the Zahn ' 964 patent.
From our perspective, upon considering all the evidence
supplied by the patent owner and the reference evidence

adduced by the exam ner, there is a possibility, or perhaps
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even a probability, that the patent owner was in possession of
term nal pins nmade of a copper alloy that is work hardenabl e
at the tinme of the filing of the Zahn ' 964 patent.
“lI nherency, however, may not be established by probabilities
or possibilities,” Pingree v. Hull, 518 F.2d 624, 627-28, 186
USPQ 248, 251 (CCPA 1975) in quoting with approval from
Hansgirg v. Kemmer, 102 F.2d 212, 214,
40 USPQ 665, 667 (CCPA 1939).°

In view of the foregoing, we will sustain the rejection

of clains 6 and 7 under 35 U. S.C. § 112, first paragraph.

The Rejection Under 35 U.S.C. 8 102(b):

According to the exam ner

Berg ' 448 di scloses a coiled strip of
el ectrically conductive material for use in an
apparatus for inserting electrical termnals in a
substrate (e.g. a printed circuit board, see columm
1, lines 15-37); said supply strip conprising a
plurality of integrally connected preforned
el ectrical term nal pins; wherein said preforned
el ectrical termnal pins term nate at opposite ends
in pointed regions for separation (see Figure 3);

8 While the issues in Pingree and Hansgirg were in the context of an
interference proceeding, the "concept"” regarding "witten description"” in ex
parte cases is the sane. Vas-Cath, 935 F.2d at 1562, 19 USP@d at 1115-16.
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integrally connected adjacent pointed end portions
of adjacent pins formng notched regions in said
supply strip, said supply strip being in coiled form
(see Figure 1). In addition, Berg ’'448 discl oses
the use of brass, which is a work-hardenabl e copper
alloy, for his strip termnals. [Answer, page 6. ]

The main thrust of the patent owner’s position is that:

the exam ner is apparently relying upon the draw ngs
of the two patents, i.e., Figs. 6-8 of the Zahn
patent and Fig. 3 of Berg '448. As seen by the

exam ner, the drawi ngs from both patents depict
narrowed portions with flat ends, wth the

di fference being only a matter of degree. However,
the pins in Berg 448 do not truly termnate in

poi nted, narrowed ends; rather, the ends of the Berg
"448 pins narrow briefly, expand to their origina
cross section, and then narrow again.

* * %

First, the Zahn patent makes clear that one of
t he purposes of the invention is to “establish
term nal points to which external wiring can be
secured.” (Col. 1, lines 21-23). Termnal pins
which termnate in blunt end portions of the sane
pl anar cross section as the pin itself are unsuited
for this purpose, especially in wire wap
operations. (Col. 1, lines
33-46). The pins shown in Berg 448 termnate in ends
whi ch, as shown in the drawings including in Fig. 3, have
the sane planar cross section as parts of the pin itself.
In fact, as pointed out in the Appeal Brief (pp. 34-35),
the relatively blunt ends of the pins in Berg ' 448 nmake
difficult to use the pins for wire wappi ng operations.

A second purpose of the pointed ends of the

termnal pins is to facilitate insertion into a
substrate such as printed circuit board. As
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expl ai ned in the Zahn patent (col. 4, |lines 22-43),
the termnal pin has a cross section di nension which
Is greater than the dianeter of the aperture of the
wor kpi ece into which the pinis to be inserted. The
end region of pinis pointed in that it is
sufficiently narrowed fromthe pin body so that the
pin can be inserted into the aperture at its pointed
end and be tightly held in the substrate by the

wi der body of the pin. In contrast, the pins 50
disclosed in Berg '448 fit entirely within the hol es
18 of a printed circuit board 16, and are held in

pl ace by ears 110 connected on either side of the
pins 50. See Fig. 4. [Reply brief, pages 3 and 4.]°

We are unpersuaded by the patent owner’s position. The
termnology in the clains of a reexam nation application is to
be given its broadest reasonable interpretation consistent
with the specification and extraneous limtations fromthe

specification are not to be read into the clains. 1Inre
Paul sen, 30 F.3d 1475, 1480, 31 USPQ2d 1671, 1674 (Fed. Cr

1994). Moreover, antici-pation by a prior art reference does

not require either the inventive concept of the clained

°® Pages 5 and 6 of the reply brief also state that the exam ner had not
heretofore clarified his position with the respect to the § 102(b) rejection
and requests that we remand this application to the exam ner “for further
exam nation including possible claimanendnents in |light of the Examiner’s
current position.” W nust point out, however, that under 35 U S.C. § 134 and
37 CFR § 1.191, appeals to the Board of Patent Appeals and Interferences are
taken fromthe decision of the primary examner to reject clains. W exercise
no general supervisory power over the exanm ning corps and have no authority to
remand the case to the exam ner for the sole purpose of allow ng the patent
owner to amend the clains.
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subject matter or the recognition of inherent properties that
may be possessed by

the prior art reference. See Verdegaal Bros., Inc. v. Union
Ol Co., 814 F.2d 628, 633, 2 USPQ2d 1051, 1054 (Fed. G r
1987), cert. denied, 484 U S. 827 (1987). A prior art
reference anticipates the subject matter of a clai mwhen that
reference discloses every feature of the clained invention,
either explicitly or inherently (Hazani v. United States |ITC,
126 F.3d 1473, 1477, 44 USPQ2d 1358, 1361 (Fed. G r. 1997))
and RCA Corp. v. Applied Digital Data Sys., Inc., 730 F.2d
1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984); however, the
| aw of anticipation does not require that the reference teach
what the appellant is claimng, but only that the clains on
appeal "read on" sonething disclosed in the reference (Kal nan
v. Kinberly-dark Corp.,

713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. G r. 1983), cert.

deni ed, 465 U.S. 1026 (1984)).

29



Appeal No. 97-3579
Control No. 90/002, 797

View ng the Zahn 964 patent as a whole it is readily
apparent that the patent owner has used the word “pointed” in
defining “pointed regions” and “pointed end portions” in other
than its normal and accustoned neaning in the clains on
appeal . Accordingly, we nust turn to the specification of the
Zahn ' 964 patent in order to determ ne the scope and meani ng
of “pointed.” See Paulsen, 30 F.3d at 1480, 31 USPQd at
1674.

Turning to the specification of the Zahn ' 964 patent, it
is stated therein that the end portions of the pins of the
prior art have the “sane” cross-sectional area as the supply
stock which resulted in these end portions being “blunt,”
whereas in the instant invention the stock material conprises
integrally connected preforned termnal pins that termnate in
a “pointed end portion” (see, generally, colum 1).

Thereafter, it is stated that the “integrally connected

adj acent pointed end portions of adjacent pins formnotch

 The American Heritage Dictionary, Second Col |l ege Edition, 1982,
Houghton M fflin Conpany, Boston, MA. defines “point” as -- 1. The sharp
tapered end of sonething. 2. Sonething that has a sharp or tapered end, as
knife or needle --.
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regions in the supply strip” (colum 1, |line 67, through
colum 2, line 2; enphasis ours). Viewing Figs. 1 and 6-8 of
the Zahn ' 964 patent, it is readily apparent that these
integrally connected notched regions or portions have a
reduced cross-sectional area relative to the remai nder of the
supply stock. Accordingly, consistent with the specification
of the Zahn ' 964 patent, it is apparent that the patent owner
has used the “pointed regions” and “pointed end portions” in
the sense that the strip material has been notched in such a
manner so as to forminterconnected notched or truncated
portions of a reduced cross-sectional area relative to the
remai nder of the supply stock, which reduced cross-sectiona
area is of sufficient nagnitude to provide the necessary
strength to allowthe strip to be coiled and thereafter fed to
the insertion station. Since the reduced cross-sectional area
has

to be of sufficient nagnitude to provide the necessary
strength to hold the notched or truncated portions together
when the supply stock is coiled and thereafter fed to an

i nsertion station, these portions are of necessity “blunt” to
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sonme extent when the terminal pins are severed fromthe supply
stock (note Figs. 6 and 7).

Viewing Figs. 2-4 of Berg '448, it is readily apparent
that the upper ends of the term nal pins 50 have been notched
so as to provide a truncated portion which has a significantly
reduced cross-sectional area relative to the major portions of
the supply
stock. Accordingly, consistent with the specification of the
Zahn ' 964 patent, we are of the opinion that the term nal pins
50 of Berg ‘448 can be considered to form “pointed regions”
and “pointed end portions” as broadly set forth.

As to the patent owner’s contention that the pins of Berg
448 woul d be difficult to use in wire wapping operations,
this argunment is not commensurate in scope with the clained
subject matter since there is no claimlimtation which
requires there be a wre wapping operation. See Inre Self,
671 F.2d 1344, 1348, 213 USPQ 1, 5 (CCPA 1982): “It matters
not that . . . [the reference] does not operate in the sane
way to acconplish the sane result where appellant has not

limted his clains according to function or result.”
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Moreover, even if there was such a claimlimtation, we nust
point out that (1) there is no evidence of record to support
such a contention and counsel’s argunents in the brief cannot
take the place of evidence (see In re De Blauwe, 736 F.2d 699,
705, 222 USPQ 191, 196 (Fed. CGr. 1984), In re Payne, 606 F.2d
303, 315, 203 USPQ 245, 256 (CCPA 1979) and In re Pearson, 494
F.2d 1399, 1405, 181 USPQ 641, 646 (CCPA 1974)) and (2) the
particul ar manner in which an article or device is used cannot
be relied on to distinguish structure over the prior art (see,
e.g., Inre Schreiber, 128 F. 3d 1473, 1477, 44 USPQRd 1429,
1431-32 (Fed. Gr. 1997) and In re Spada, 911 F.2d 705, 708,
15 USPQ2d 1655, 1657 (Fed. Cir. 1990)).

Wth respect to the patent owner’s contention that the
termnal pins in the Zahn ’ 964 patent have a cross-sectiona
di mension that is greater than the dianeter of the aperture in
the circuit board whereas the pins of Berg ‘448 fit “entirely
within holes in the circuit board, this argunent is once again
not commensurate in scope with the clainmed subject matter
i nasmuch as there no claimlimtation which requires the

termnal pins to be of an particular size relative to holes in
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the circuit board. W also observe that, although the Zahn
'964 patent in the enbodinment of Fig. 6 discloses term na

pi ns whi ch have a cross-sectional dinension which is greater
than the aperture in the circuit board (see colum 4, |ines

27-29), in the enbodinment of Fig. 7 of the Zahn ' 964 pat ent

the cross-sectional dinension of the termnal pins are |ess

than the aperture in the circuit board (see colum 4, |ines

36- 38).

As to the patent owner’s evidence of nonobvi ousness, we
nmust point out that evidence of nonobvi ousness, no nmatter how
striking, cannot overcone a rejection based on | ack of
novel ty. See, e.g., Inre Malagari, 499 F.2d 1297, 1302-03,
182 USPQ 549, 553 (CCPA 1974) and In re Wggins, 488 F.2d 538,
543, 179 USPQ 421, 425 (CCPA 1973).

In view of the above, we will sustain the rejection of
clains 1 and 6 under 35 U.S.C. § 102(b) as being antici pated
by Berg ‘ 448.

Turning now to rejections (1) through (5) of clains 1-7
under 35 U. S.C. 8 103, the patent owner does not expressly

direct any specific argunent to any particular one of the
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above-noted rejections. |Instead, the patent owner broadly
asserts that inperm ssible hindsight is being used in
evaluating clainms 1-7 and in arriving at a concl usi on of
obvi ousness. Thereafter, the brief states that:

O the rejections under 35 U.S.C. § 103, the
reference which is common to all is Ragard. Ragard
is the only cited reference which actually discl oses
a length of term nal pins having ends which are
ot her than blunt. However, Ragard shows that the
length is straight. |In particular, in describing
the portion of the strip shown in a straight
configuration in Fig. 10, Ragard states that “[t]his
is howthe wire is sold or shipped.” (Col. 3, lines
4-6) Despite this clear disclosure, the exam ner
asserts that Ragard does not disclose any nethod of
handling or storing his I engths of notched wre
stock. Since lengths of stock are handl ed when they
are shipped and stored i medi ately prior to being
sol d, Ragard certainly does disclose a nethod of
handl ing and storing the wire stock descri bed
therein -- in straight Iengths, as shown in Fig. 10.

O the secondary references cited by the
exam ner as show ng wound or bent strips of pins or
nails, including Royse, Pierce, Berg ' 986, Metscher,
Berg ' 448, and Fow er, not one shows pins or nails
havi ng two poi nted ends and bei ng connected in the
strip pointed end to pointed end. Instead, the
secondary references show coilable flat stock with a
| arge aspect ratio (width : thickness). Thus, they
do not teach or suggest that non-flat square or
round shapes, such as the rods of Ragard, having
poi nted ends, would be coilable. This is especially
true because the termnals of the secondary
references are crinped termnals which are ductile
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in the crinped regions, thus nmaking them especially
conduci ve to being coil ed.

* * %

Second, as shown by substantial evidence

subm tted by Autosplice!! reviewed bel ow, one skilled

in the art would have expected the | engths of pins

to break if coiled up on a standard reel of

reasonabl e size. As a result, the conbination of

references would result in a “seemingly inoperative

device,” and thus the references teach away fromthe
conmbi nation. [Brief, pages 43 and 44; footnote and
citation omtted; footnote added.]

We are unpersuaded by the patent owner’s contentions.
Initially we note that while the obvi ousness of an invention
cannot be established by conbining the teachings of the prior
art absent sone teaching, suggestion or incentive supporting
the conbination (see ACS Hosp. Sys., Inc. v. Mntefiore
Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cr

1984)), this does not nean that the cited references or prior
must specifi-cally suggest naking the conbination (B.F.
Goodrich Co. v. Aircraft Braking Sys. Corp., 72 F.3d 1577,
1582, 37 USP2d 1314, 1318 (Fed. Cir. 1996) and In re N |Issen,

851 F.2d 1401, 1403,

1 Autosplice, Inc. is the patent owner (see brief, page 1).
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7 USPQ2d 1500, 1502 (Fed. Cir. 1988)). Rather, the test for
obvi ousness is what the conbi ned teachings of the references
woul d have suggested to those of ordinary skill in the art.
In re Young, 927 F.2d 588, 591, 18 USPQ2d 1089, 1091 (Fed.
Cr. 1991) and Inre Keller, 642 F.2d 413, 425, 208 USPQ 871,
881 (CCPA 1981). Moreover, in evaluating such references it
is proper to take into account not only the specific teachings
of the references but also the inferences which one skilled in
the art would reasonably be expected to draw therefrom (ln re
Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968)), and
all of the disclosures in a reference nust be eval uated for
what they fairly teach one having ordinary skill in the art
(In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA 1966)).
Here, there is absolutely nothing in Ragard which teaches
that the |l engths of wapping post material are “straight” as
the patent owner asserts. Wile the patent owner references
Fig. 10 of Ragard as showi ng that the |lengths are straight,
Fig. 10 “is a partial perspective showing a formed portion of
the wire” (colum 2, lines 6 and 7) which is intended to show

“what the section 56 of FIG 8d |ooks like in perspective”
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(colum 3 lines 4 and 5). Noting that FIG 8d is a cross-
section of the juncture of the wire as it is being fornmed (see
colum 2, lines 1 and 2), it is readily apparent that Fig. 10
Is a very short section in perspective that is intended to
show the juncture of the wre,
rat her than any appreciable I ength thereof. Accordingly, the
patent owner’s position that Fig. 10 of Ragard can be
construed to show “straight” sections, appears to be based on
specul ati on.

What Ragard actually teaches a machi ne for manufacturing
a “continuous |length” (colum 3, line 19)* of w apping post
material which is “usually nade of brass or copper alloy”
(colum 1, lines 10 and 11) wherein wire stock of "l ong
| engths” (colum 1, line 20) is fed to swaging dies 13 and
not ches of a doubl e-truncated pyram d (see colum 1, |ines 48,
49 and Fig. 10) are forned in such a nmanner so as to define

i nterconnected term nal portions for the purpose of providing

2 Al't hough the only reference to “continuous” as distinguished from
“long” lengths in Ragard appears in the preanble of claim1, a reference nust
be evaluated for all it teaches and is not limted to its specific
embodi nents. In re Bode, 550 F.2d 656, 661, 193 USPQ 12, 17 (CCPA 1977).
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stock material for circuit board term nal applications. This
not ched stock material is stated to overcone the prior art
problenms of first cutting the stock material and then shapi ng
the cut ends (see colum 1, lines 20-24). The wire is then
sold and shipped in its notched condition with the individua
termnal portions still interconnected (see colum 1, |ines
47-53 and columm 3, lines 5-7). Inasnuch as Ragard expressly
teaches that the product which is produced is a
“continuous | ength” of wrapping post material (columm 3, lines
19 and 29), the artisan would reasonably infer that such
“continuous |lengths” referred to coiled I engths.®®

We are al so unpersuaded by the patent owner’s contention,
with respect to the secondary references to Pierce, Berg ' 986,
Met scher, Berg '448 and Fowl er, that “not one shows pins or
nail s having two pointed ends connected in the strip pointed

end to pointed end” but, instead “show coilable flat stock

B 1n support of this inference, we observe that Zahn in his deposition
testinmony regardi ng Comri ssioner’s EXHI BIT 24 (attached to the Zahn
testinmony), in response to the question “Is there any indication there that

pin would be in coil forn?” replied “Yes. It's -- there’s a note on the
bottomthat says ‘Pins to be continuous length.”” In addition, we al so observe
that Pierce also refers to “continuous strips” of jointed electrical termnals
mounted on reels (colum 1, lines 23-27).
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with a large aspect ratio (wdth : thickness).”

Nonobvi ousness cannot be established by attacking the
references individually when the rejection is predicated upon
a conbination of prior art disclosures. See Inre Merck &
Co., 800 F.2d 1091, 1097,

231 USPQ 375, 380 (Fed. Cir. 1986). Here, it is Ragard which
teaches pins having two pointed ends interconnected in a strip
in a pointed-end to pointed-end fashion (see Fig. 10). The
exam ner has only relied on Pierce, Berg 986, Mtscher, Berg
'448 and Fowl er for a suggestion to coil the preforned

conti nuous | engths of Ragard (which al ready has the pointed
ends of pins inter-connected). Mre particularly, Pierce in
colum 1, lines 23-27, and Figs. 1, 11, 14 and 18; Berg ’' 986
in Figs. 1 and 6; and Berg 448 in Figs. 1, 3 and 4, all teach
that preforned electrical termnals in strip formare supplied
to machines for further insertion or other processing by
providing coils of such strips on reels, wth the individua
preformed term nals being defined by notched regi ons of
significantly | ess cross-sectional area than the remai nder of

the strip supply. Metscher, while not expressly teaching
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providing preforned electrical termnals in strip formthat is
coil ed, neverthel ess, teaches bendi ng such strips around a
substantial portion of roll 3 (see Fig. 1). Fow er discloses
the wi nding stock material having swaged notches to define
insertion elenents or nails therein (page 1, lines 55 and 56)
on a drum (page 1, lines 74-75) for the purpose supplying the
stock material to an insertion nmachine (i.e., a nail-applying
machi ne - see page 1, lines 14-18). To the extent that the
artisan woul d not reasonably infer Ragard s “continuous

| engt hs” of preforned w apping post nmaterial was in coiled
form we share the exam ner’s view that a conbi ned

consi deration of Ragard, Pierce, Berg ' 986, Mtscher, Berg
“448 or Fowl er woul d have fairly suggested to one of ordinary
skill in the art to coil the prefornmed stock material of
Ragard on a reel in order to achieve the self evident

advant age of ease of handling the preforned strip as taught by
Pierce, Berg 986, Metscher, Berg '448 and Fow er. Additiona
notivation can be found in colum 1, |lines 23-28, of Pierce
wherein it is expressly stated the provision of strips being

rolled into reels overcones the di sadvant ages of | oose
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term nals and provides better coaction with autonatic and
sem -automati c machi nery and Berg 986 which states "for
convenient handling, it [the strip] needs to be coiled" (see
colum 1, lines 20-22).

According to the patent owner

claims 1 through 5 inherently recite and clains 6

and 7 explicitly recite a limtation that the

claimed termnal pins are nmade from copper all oy

that is work-hardenable. [Brief page 42; enphasis

ours. ]
W do not agree with the patent owner’s assertion that clains
1-5 can be considered to “inherently recite” that the term na
pins are nade froma copper alloy that is work-hardenable. As
we have noted above, the clainms of a reexam nation application
are to be given their broadest reasonable interpretation
consistent with the specification and extraneous linmtations
are not to be read into the clainms. |In re Paul son, supra.
Moreover, as stated in Inre Self, 671 F.2d at 1348, 213 USPQ
at 5 (CCPA 1982): “Many of appellant’s argunents fail fromthe

out set because, as the solicitor has pointed out, they are not

based on |imtations appearing in the clains.” 1In other
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words, limtations not expressly appearing in the clains my
not be relied on in support of patentability.

It is also the patent owner’s contention that they have
establ i shed by substantial evidence that one of ordinary skill
in this art would expect term nal pins nmade of copper, or a
copper all oy such as phosphor bronze all oy, would be too
brittle and to break if coiled. This argunent is relevant, at
the nost, to clains 6 and 7 inasnuch as these are the only
clainms which require that the supply strip be forned of a
copper alloy that is work-hardenable. Even with respect to
clains 6 and 7, however, we are not, for the reasons stated
infra in our consideration of the patent owner’s evidence of
nonobvi ousness, of the opinion that the evidence presented by
t he patent owner persuasively establishes that it would have
been unobvi ous to conbine the teachings of the references in
t he manner proposed by the exam ner because the artisan woul d
have expected a strip of preforned term nal pins made of a
copper alloy that is work hardenable to break if it was forned
into acoil. In this regard, it should be noted that

obvi ousness under 8§ 103 does not require absolute
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predictability of success; instead, all that is required is

there be a reasonabl e expectation of success. Inre
O Farrell, 853 F.2d 894, 903-04, 7 USPQ2d 1673, 1681 (Fed.

Cir. 1988).
The brief al so states:

Autosplice’'s disclosure [the admtted prior art]
| ends utterly no further support for obviousness.
As the exam ner has asserted, Ragard al ready
di scl oses that a strip of pins with double truncated
pyram dal ends is useful in wire wapping
applications. Al so, the secondary references
al ready show coils of term nal pins. Autosplice’s
di scl osure of various types of known apparatus
operating with a continuous supply strip (w thout
even stating whether those strips are in coiled or
straight forn) is at nost equivalent to and in fact
much | ess than the disclosures in the secondary
references. Thus, Autosplice’ s disclosure adds
nothing to the issue of obviousness.

In fact, the only thing possibly acconplished by
Aut osplice’s disclosure is to nention the known type
of apparatus and the problemw th blunt-ended pins
i n one docunent. However, rather than serving as
prior art, this juxtaposition shows that the
I nventor Zahn recogni zed and sol ved a probl em not
previously solved in the prior art -- that of
providing termnal pins with pointed ends in the
advant ageous formof a coiled strip as clained. As
this is the whole point to the invention as clai ned,
it is difficult to conprehend how t he exam ner can
cite it as prior art.
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Aside fromthe reasons set forth above, the
cl ai med coil ed notched wire woul d not be obvious
fromthe conbinati on of Ragard and Royse for other
reasons. The Royse nachine starts with coil ed
unnot ched steel wire. The Ragard swager produces
reduced (weakened) w re regions on unnotched brass
or copper wire. There is no teaching that the
Ragard swager, for use with brass or copper wre,
woul d work satisfactorily with the steel wre needed
by Royse. Also, Royse features a machi ne capabl e of
changi ng pin sizes, because the wire supply, being
unnot ched, can be severed wherever desired.
However, a coiled strip of pre-notched wires fixes
the pin length, contrary to the basic concept of the
Royse nmachine. Thus, one skilled in the art woul d
have no notivation to conbine the teachings of
Ragard and Royse. [Pages 46 and 47.]

The above argunents appear to be directed to Rejection
(2) i.e., the admtted prior art in view of Ragard and Royse,
i nasmuch as this is the only rejection wherein these three
references are relied on. W do not, however, find these
argunments to be persuasive. The nmere fact that the admtted
prior art is equivalent to, or even |less, than the disclosures
of other references is irrelevant. The fact remains that the
admtted prior art plainly teaches that “[v]arious types of
appar atuses are known whi ch operate froma conti nuous supply
strip tointermttently feed, sever and drive term nal pins

into a workpiece” (colum 1, lines 23-26). Ragard, as we have
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not ed above, teaches a machine for nmanufacturing a “continuous
l engt h” (which the artisan would reasonably infer to be a
coiled I ength) of wapping post material that is usually nade
of a brass or copper alloy wherein the wire stock is notched
by swagi ng dies so as to form doubl e-truncated pyramds (i.e.,
poi nted regions), thereby overcomng the prior art problens of
first cutting the stock material and then shaping the cut
ends. This wire is then sold and shipped in its notched
condition with the individual termnal portions stil

i nterconnected. Royse teaches that stock nmaterial for term -
nal applying machines is provided is provided in "l ong

| engths” and it is conventionally wound on reels (see colum
6, lines 44, 45 and 53-56). The artisan would al so have
reasonably inferred that the long lengths of material were
wound onto Royse's reel for the self-evident advantage of
provi di ng ease of handling and woul d have found it obvious to
roll the long |l engths of stock material of Ragard on such a
reel in order to achieve this self-evident advantage. W
share the exam ner’s view that one of ordinary skill in this

art would have found it obvious to (1) preformthe stock
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material of the admtted prior art with “pointed regions” as
taught by Ragard in order to achieve Ragard' s expressly stated
advant age of overcomng the prior art problens of first
cutting, and then shaping the ends of the termnals and (2),
to coil the preformed stock material of the admtted prior
art, as nodified by Ragard, on a reel as taught by Royse in
order to achi eve Royse’s sel f-evident advantage of ease of
handling. |f the above-noted argunents with respect to the
admtted prior art and Ragard were intended to also apply to
Rej ection (5), i.e., the admtted prior art in view of Ragard
and Berg ' 448 (wherein the exam ner conbi ned the teachings of
the admtted prior art and Ragard in the same nmanner as
Rejection (2) -- see answer, pages 12 and 13), then our
remar ks concerning the admtted prior art and Ragard are
equal |y applicable to that rejection (although the patent
owner has no nmention of Berg '448 in the context of this
rejection).

As to the patent owner's contentions that (a) there is no
teachi ng the Ragard swager woul d work satisfactorily with the

steel wire “needed” by Royse and (b) there is no notivation to
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conmbi ne the teachings of Ragard and Royse since Royse is
capabl e of changi ng pin sizes whereas the “pre-notched wres”
of Ragard fixes the pin length, we observe that it is the
exam ner’s position with respect to Rejection (2) that it
woul d have been obvious to have nodified the stock material of
the admtted prior art (and not Royse as the patent owner
argues) in view of the teachings of Ragard (see answer, page
9). Even if the patent owner intends argunents (a) and (b) to
be directed to Rejection (3), i.e., Ragard in view of Royse
and Fow er, we nust point out that Ragard does not “need”

steel wire as the patent owner alleges. Instead, Ragard
nerely states his “preferred” material is steel wre but
“[o]ther types of wire nay be enployed, . . . soft copper wre
may not have sufficient strength to be driven through the
substrate board this depending on the nature of the substrate
board . . . dianmeter, hardness and | ength of the particular
wire termnal” (see colum 6, |ines 48-53; enphasis ours).
Thus, a fair reading of Royse nakes it abundantly clear that
ot her types of wire including copper nay be used if conditions

allow. In any event, in Rejection (3) the exam ner is not
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proposing to bodily incorporate the swagi ng dies of Ragard
into the device of Royse. Instead, what the exam ner is
proposing is to coil or “wind the formed wire stock of Ragard
as suggested by Royse” (see answer, page 10; enphasis ours),
particularly in view of the fact that Royse teaches “that
handling feed stock in reels is conventional for electrica
term nal assenbly machi nery” (see answer, page 10).
Mor eover, we al so observe Ragard’s teachings are not limted
to a “fixed” pin length as the patent owner woul d apparently
have us believe. Instead, Ragard clearly teaches providing
termnals of varying length (see colum 1, |ines
30-32). Argunents (a) and (b) nake no nention of Fow er which
was al so used by the exam ner in Rejection (3) in the context
of this rejection.

As to the patent owner's contention that the patent to
Zenek!* shows the device of Ragard was used only directly in
conjunction with a term nal applying nmachine (see brief, page

48, footnote 7), this is sinply not the case. Zenek makes no

¥ U S Patent No. 4,501,065 to Zenek et al. is attached to the patent
owner’'s statenent as EXHI BIT I.
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nmenti on what soever of Ragard and vice versa, and the patent
owner’s position set forth in footnote 7 is based on
specul ati on. Moreover, this speculative position is directly
contradicted by the express teachings of Ragard. That is,
Ragard expressly states that his notched stock material is
"sold and shipped” in the formillustrated in Fig. 10 (see
colum 3, lines 4-8), and thus is not fed “directly” to a
term nal applying machine as the patent owner woul d have us
bel i eve.

In view of the above, it is our conclusion that the
applied reference evidence establishes a prim facie case of
obvi ousness vis-a-vis the subject matter defined by the clains
on appeal .

Havi ng arrived at the conclusion that the evidence of
obvi ousness as applied in the rejection of the clains on
appeal is sufficient to establish a prima facie case of
obvi ousness, we recogni ze that the evidence of nonobvi ousness
submtted by the patent owner nust be considered en route to a
determ nati on of obvi ousness/ nonobvi ousness under 35 U S.C. 8§

103. See Stratoflex Inc. v. Aeroquip Corp., 713 F.2d 1530,
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1538, 218 USPQ 871, 879 (Fed. Cir. 1983). Accordingly, we
consi der anew the issue of obviousness under 35 U S.C. § 103,
carefully evaluating therewith the objective evidence of
nonobvi ousness and argunent supplied by the patent owner. See
In re Piasecki, 745 F.2d 1468, 1472-73,

223 USPQ 785, 788 (Fed. Cir. 1984).

As evi dence of nonobvi ousness the patent owner has relied
on the Zahn | affidavit and the Zahn I, Zahn I1l, Zahn 1V,
Zahn V, Wnter |, Wnter |1, Rosen, Lazar |, Lazar |I, Lazar
[1l1 and P. Zahn decl arati ons.

The Wnter | and Rosen decl arations each state
essentially the sane thing, nanely, that it would have been
unobvi ous to conbi ne the teachings of Ragard and Pierce, Berg
'986 and the German patent (Metscher). This opinion is stated
to be based on the “assunption” that “conventional” un-
anneal ed phosphor-bronze all oys were used and concl udes the
arti san woul d have expected coiling the Ragard stock materi al
of i nterconnected pins about
a spool of “reasonable diameter” woul d cause fractures at the

“severely work-hardened, stress-intensified” notches. Thus
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t hese declarations, at the nost, only address the exam ner's
rejection of clainms 1-7 based on the conbi ned di scl osures of
Ragard and Pierce, Berg '986 or Metscher. Moreover, the

decl arations are conclusory in nature and unsupported by
facts, other than perhaps the well known fact that swagi ng
wi Il harden a work piece at |east to sone degree.

Decl arati ons, such as these, which offer only opinion evidence
wi t hout factual support are of little value. See In re
Brandstadter, 484 F.2d 1395, 1406, 179 USPQ 286, 294 (CCPA
1973), In re Thonpson, 545 F.2d 1290, 1295,

192 USPQ 275, 277-78 (CCPA 1976), In re DeBlauwe, 736 F.2d
699, 705, 222 USPQ2d 191, 196 (Fed. Cr. 1984) and In re
Beatti e,

974 F.2d 1309, 1313, 24 USPQ2d 1040, 1043 (Fed. Gr. 1992).
Moreover, Ragard nerely that teaches “usually” the termnals
are made of a “brass or copper alloy.” Oher copper alloys or
other materials such as soldered coated steel are never ad-
dressed in these declarations. W also believe that the

arti san woul d understand even severely work hardened nmaterials

could readily be formed into coils if the dianeter was | arge
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enough. Wiile the Wnter | nmakes reference to coils of a
“reasonabl e” size, it is unclear what size is “reasonable.”
In this regard, we al so observe neither the Zahn ' 964 patent
nor the clainms on appeal refer to coils of any particul ar
size. Finally, as to the declarants' opinion on obviousness,
we note that while it is proper to give sone weight to a

per suasi vel y supported statenment of one skilled in the art on
what was not obvious to himor her, obviousness is a question
of |aw which we nust decide. Mreover, we note that while it
IS proper to give sone weight to a persuasively supported
statenent of one skilled in the art on what was not obvious to
hi m obvi ousness is a question of |aw which we nust decide
(see In re Weber, 341 F.2d 143, 145,

144 USPQ 495, 497 (CCPA 1965) and In re Vanto Machi ne & Tool,

Inc., 752 F.2d 1564, 1574-75, 224 USPQ 617, 623 (Fed. G r

1 985)), and an expert's opinion on the |egal conclusion of

obvi ousness i s neither necessary nor controlling (see Avia
Goup Int'l, Inc. v. L.A GCear Cal., Inc., 853 F.2d 1557,

1564,
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7 USPQ2d 1548, 1554 (Fed. Cir. 1988)).

The Wnter Il and Lazar |l declarations, insofar as they
pertain to the 8 103 rejections, nerely state that material s
such as copper alloys w Il work-harden when swaged or
ot herwi se worked to reduce dinensions. This evidence,
however, nerely estab-lishes that which we have acknow edged
above, nanely, that swaging will harden such materials at
| east to sone degree.

The Zahn | affidavit nakes the broad concl usory statenent
that it would have not been obvious to forma supply strip of
integrally connected preforned termnal pins but is
acconpani ed by few supporting facts other than reference to
the “nost popular” size pins and the fact he utilizes a
coi ning®® operation to formhis notches. However, neither the
Zahn ' 964 patent nor the clains in issue nake any reference to
either size of pins or how they are made. W also note, it

appears to us

% The Random House Dictionary of the English Language, Second Edition-
Unabri dged, published by Random House Inc., New York, N Y. defines “coin” as
-Met al wor ki ng. to shape the surface of (netal) by squeezing between two dies.
Cf. enboss--.
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fromthe Zahn | affidavit that the "coining" operation
referred to therein is essentially the same the swagi ng
operati on of Ragard.

The Lazar | declaration in Para. V expresses “surprise”
as to the fact that an insertion machi ne of pre-notched pin
strip material “was at least 5 tines faster than with the
ot her techniques” and the “strength of the notched coiled pin
strip
material.” There is nothing, however, to establish the pre-
notched pin strip nmaterial was that of the Zahn ' 964 patent, ®
or wWith respect to the noted speed, that it was not due to
ot her factors such as the term nal applying machinery and feed
mechani sm enployed. In Para. VIl of the Lazar | declaration
it is also stated that "[t] hose machi nes [presumably that of
the patent owner] sharply reduce the manufacturing cost”

(enphasi s ours); however, the clains are directed to a coil ed

¥ In an attenpt to overcome this deficiency, the Lazar Il declaration
in paragraph 3 states that “the reel of pre-notched pin strip material which |
first saw being used on an insertion machine in 1978 was in fact manufactured
by Autosplice.” However, it does not follow fromthe nere fact that the pin
strip material was manufactured by Autosplice, that it was the pin strip
di scl osed and clainmed in the Zahn ' 964 patent.
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strip, rather than to a machine. Para. VIII of the Lazar
decl aration al so states "Ragard specifically nentions shipping
or distribution
of long lengths of post material, which inplies to nme straight
l engths.” Wiile we respect the declarant’'s opinion, we mnust
point out that others in the art, such as Royse, refer to
"l ong lengths” in the context of post nmaterial which is wound
on reels (see colum 6, lines 44 and 45). Mreover, as we
have noted above, Ragard does not just refer to his pre-
notched material in ternms of “long lengths.” That is, Ragard
al so characterizes his pre-notched nmaterial as being of a
“continuous length,” and Irwin Zahn has indicated in his
deposition testinony that “Pins to be continuous | ength”
i ndicated that the pins were in coil form (see page 67 of the
Zahn testinony). Simlarly, the reference to Pierce refers to
“continuous strips” of joined electrical termnals on reels
(colum 1, |ines 23-27).

The Lazar | declaration also opines that it woul d have
been unobvious to coil the pre-notched stock of Ragard in view

of the teachings of Royse, Pierce, Berg or Metscher; however,
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this opinion appears to be based (as were the declarations of
W nt er

| and Rosen) on the assunption that the termnal material was
"conventional phosphor-bronze" (see Para. V) and, therefore,
suffers fromthe sane deficiencies already noted with respect
to the Wnter | and Rosen decl arations. The opinion al so
appears to be based on the assunption that the stock materi al
has an outside dianeter of 0.025 in. and was "necked down to
about 0.015 in." (see Para. I X). W nust point out, however,
neither the clains in issue nor the disclosures of the Zahn
'964 and Ragard patents teach any specific di nensions.

The Lazar | declaration goes on to state that the
declarant was famliar with the 1989 Zahn paper?'” (Paras. VI
and X) and the devel opnents disclosed therein was a
"pioneering invention" which "froma reel of coiled pre-

not ched pin stock material has arisen the ability to machine

7 The 1989 Zahn paper, which was delivered at the 22nd Annual Connect or
& I nterconnection Technol ogy Synposi um and published by the International
Institute of Connector and I|Interconnection Technol ogy, Inc., is annexed as
Exhibit Gto the patent owner's statenent in response to the notice of
reexani nation (see Paper No. 6).
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insert right-angle pins" (see Para. X). However, the 1989
Zahn paper on page 346 expressly states

the sane pre-notched and starred continuous pin

mat eri al and new y desi gned applicator tooling,

triggered a breakt hrough that all owed 90E pins

to be nmachine inserted (enphasis ours).

Thus, according to the 1989 Zahn paper the ability to machine
insert the 90E pins was not sinply due to the pre-notched
stock material as the Lazar | declaration would apparently
have us believe, but was also due to the "new y desi gned
applicator tooling." |Indeed, view ng the insertion sequence
depicted in Figure 4 of the 1989 Zahn paper, it is difficult
to envision what effect the provision of coiled pre-notched
stock material mght have on 90E pin insertion.

The Zahn 11 declaration states the "resultant machi ne and
pin strips were an instant success" (enphasis ours) with the
patent owner's sales reaching a "l evel of 80 machines
annual Iy, which was 30% greater than any of our other machines
sales prior to that" (enphasis ours). The Zahn Il decl aration
goes on to state that:

Pin insertion rates with the new nachi nes
clinmbed from 5000 pins/hour in 1977 up to 10, 000-
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18, 000 pins/hour with conputer control. But, the

pin strips supplied today are essentially the sanme

as originally nmade in 1977, and the insertion head

is essentially the same as that of the origina

machi ne in 1977. The conputer capability is

primarily to all ow automatic positioning of the PWB

hol es bel ow the insertion head. [Page 6; enphasis

ours. |

The Zahn 111 declaration also refers to the 1989 Zahn
Paper and states "[without that design [the Zahn ' 964
patent], the high-speeds, high efficiency, and | ow costs
described in said 1989 paper could not have been achieved."
Attached to the Zahn declaration is a spread sheet show ng
I npressive “PIN SALES,” although it is not clear fromthis
docunment whether all such sales were fromcoiled strips of
el ectrically conductive material as defined by the clains of
the Zahn ' 964 patent.

The declaration of P. Zahn al so includes inpressive sales
figures, but once again it is not clear fromthis docunent
whet her such sales all were fromcoiled strips of electrically
conductive material as defined by the clains of the Zahn ' 964

patent. The declarant also offers the conclusory opinion that

the “large market share” of the patent owner was a direct
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result of the “w despread acceptance and use” of the invention
claimed in the Zahn ' 964 patent.
The Zahn 1V decl aration states that

as one skilled in the art, | nowexplicitly state
that the success was due to the patented pins. The
pins are a sine qua non of the insertion system
Wthout the coiled strip of termnal pins which are
prenot ched, the machine, which is designed to
operate with these coiled strips of term nal pins
only, would be useless. It is these coiled strips
of termnal pins that enable the systemto work and
to achieve an insertion rate of as many as 18, 000
pi ns/ hour. [Paragraph 11.]

This declaration in paragraph 12 list sales figures beginning
in 1988 (the first year in which conputerized records were
kept by the patent owner) through 1995, which sales are stated
to be “covered by claim1l of the Zahn patent.” Paragraph 13
of the Zahn IV declaration goes on to state that:

Because of the terminal pins clained in claiml

of the Zahn patent, Autosplice has gained at |east a

40 percent market share for term nal pins, a market

in
whi ch of at |east 270 connector conpani es participate.
reached this conclusion based on the sales figures recited in
t he previous paragraph, ny individual evaluation fromover 40
years of experience in the connector business, and through
visits to plants of virtually every major manufacturer that
utilizes pin insertion machines that enable [sic, enabled] ne
to estimate industry capacity. That estimate is confirnmed by
Ken Fleck who is a nmarket expert in the electrical and
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el ectroni c connector industry. M. Fleck’s conpany Fl eck
Research produced the May 3, 1993 report annexed to the
Decl aration of Peter Zahn submtted in this case. [Enphasis
ours. ]

Al t hough the Zahn |V declaration attenpts to establish a
rel ati onshi p between the 1988-1995 sal es and the total narket
share, it is readily apparent from paragraph 13 that the basis
upon which the total market share was determ ned was at | east
partly subjective in nature. Gven the information provided
by the patent owner, it is hard to judge the total sales set
forth in paragraph 12 of the Zahn 1V declaration (as well as
all the other noted sales figures) in the context of total
mar ket share, particularly in a tinme frane wherein the entire
el ectronics industry was boom ng.

The Zahn V decl aration states that marketing of the
cl ai med pins began in 1979 and the sal es of the clained
term nal pins
“increased rapidly and reached about $4-5 mllion w thin about
five years.” Although the declarant states that to the best

of his know edge the sales of termnal pins by two conpetitors

“dwi ndl ed substantially,” the $4-5 mllion dollar sales figure
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has not been placed in any neani ngful context such as total
mar ket share.

It is well settled that evidence of commercial success is
relevant only if it flows fromthe nerits of the clained
invention. Sjolund v. Misland, 847 F.2d 1573, 1582, 6 USPQd
2020, 2028 (Fed. Gr. 1988). In other words, the comrerci al
success nust be due to clained features, and not uncl ai ned
features. Joy Technol ogi es v. Manbeck, 751 F. Supp. 225, 231,
17 USP@d 1257, 1260-61 (D.D.C. 1990), aff’'d, 959 F.2d 226,
229, 22 USPQ2d 1153, 1156 (Fed. G r. 1992) (Features
responsi bl e for comrercial success were recited only in
al | oned dependent clains, and therefore the evidence of
commerci al success was not commen-surate in scope with the
broad cl ains at issue).

On the one hand, (1) the Lazar | declaration states that
it 1s the declarant’s opinion that “the continuous | engths of
coiled notched terminal pin material was the essential el enent
for the commercial success . . . .7, (2) the Lazar 11
decl aration states that the “pins” are the sine qua non for

the commercial success of the “insertion systenf, (3) the Zahn
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1l declaration states that “the continuous | engths of coiled
notched termnal pin material” was the sine qua non for the
commerci al success denonstrated by the “billions of pins
nount ed using the Zahn 964 invention” and (4) the Zahn IV
declaration explicitly states that the “[conmercial] success
was due to the patented pins” and that the “pins” are a sine
gqua non of the “insertion system” Even if it is assuned that
the “continuous | engths of coiled notched termnal material”
and “pins” in these declarations referred to the coiled strip
of electrically conductive material clained in the Zahn ' 964
patent, these statenments are all conclusory in nature, with no
per suasi ve supporting facts.

On the other hand, the portions of the 1989 Zahn paper,
as well as the portions of the Lazar | and Zahn |
decl arati ons, that we have noted above appear to establish
that a major portion of the nunerous asserted advant ages and
sales figures are attri-butable to the machine, rather than
being attributable solely to the coiled strip of stock nateri -
al clainmed in the Zahn '964 patent as the patent owner

apparently woul d have us believe. Lending further support for
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the conclusion that a major portion of the asserted advantages

is due to other extraneous factors

(i.e., the machi ne and/or nethod), the 1989 Zahn paper al so
states the various advantages noted therein were attributable
to

a sinple and uni que high production pin insertion

system naned Autopin/2. The heart of the system

was a newly patented and continuous pin insertion

nmet hod. This nmethod included continuous square,

round, and rectangul ar pin material which was

not ched and starred at its proper pitch |ength.

The other part of the system in addition to the
continuous pin material, was a series of effective
pin insertion machi nes. [page 345; enphasis ours]

We al so observe that, in conparing the above-quoted
portion of the Zahn Il and Zahn |V decl arations, the Zahn I
decl aration states that the pin strips supplied today are
essentially the sane as those originally made in 1977 (when
the insertion rate was 5,000 pins/hour). |In the Zahn IV
decl aration, however, it is stated that it is “these coiled
strips of termnal pins that enable the systemto work and to

achieve an insertion rate of as many as 18,000 pins/hour.” |If
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the pin strips did not change over the years that the
insertion rate clinbed fromb5, 000 pi ns/hour to 18, 000
pins/hour, then it is difficult to understand how all of this
13, 000 pins/hour increase can be attributed solely to the pin
strips as the patent owner woul d apparently have us believe.
The conclusion is inescapable that a major portion of the
increase in insertion rate was attributable to other
extraneous factors (e.g., inprovenents in the insertion
machinery). It is also readily apparent that the inproved
sales set forth in the 1988-1995 tinme frane occurred wel

after the rate of insertion increased, thus raising the
question of whether the increased sales were due to the

I ncreased insertion rate (which in turn was due in part at

| east to other extraneous factors), rather than the nmerits the
cl aimed inventi on.

In our view, the patent owner has not clearly established
that the sales figures and other purported advantages were the
result of the unique features of the clainmed invention rather
than the result of other extraneous factors, such as the

particul ar nmachi nery enpl oyed.
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When all the evidence and argunent are considered anew it
I's our conclusion that, on bal ance, the evidence and argunent
presented by the patent owner fails to outweigh the evidence
of obvi ousness established by the prior art. See Newell Cos.
v. Kenney Mg. Co., 864 F.2d 757, 784, 9 USPQ2d 1417, 1439
(Fed. Cir. 1988), cert. denied, 493 U S. 814 (1989), and In re
Beattie, supra.

Al'l of the examner’'s rejections are affirned.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
§ 1.136(a)
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